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Attachment to Advisory Action 

1. The information disclosure statement filed 1-17-2008 fails 
to comply with 37 CFR 1.97(d) because it lacks a statement as 
specified in 37 CFR 1.97(e). It has been placed in the 
application file, but the information referred to therein has 
not been considered. A copy of the four page 1449 form, filed 
1-17-2008, with all of the references crossed out to indicate 
that they have not been considered, is attached to this office 
action . 

2. The IDS filed 12-7-2007 has been considered and a copy of 
the completed 1449 form, is attached to the instant office 
action. This IDS was filed before the final rejection with the 
37 CFR 1.97(e) statement and therefore met the criteria of 37 
CFR 1 . 97 (c) . 

3. The rejections given in sections 6 and 8 of the detailed 
portion of the office action mailed 14 December 2007 against 
claims 29-35 are withdrawn as being moot as these claims have 
been canceled. 
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4. Applicant's arguments regarding the 1.132 declaration of 
Dr. Gross filed 15 February 2008, showing unexpected results and 
therefore overcoming the rejection using Langseth et al . in view 
of Sliwinski et al . have been considered. While the examiner 
does believe that Example 2 of the declaration shows unexpected 
results over the other examples because of the combination of a 
white under layer and an IR reflective outer layer, there is a 
problem with these results being commensurate with the claim 
scope . 

These unexpected results are in the values of direct solar 
reflectance of the combined inner and outer layers. The 
examiner notes that the independent claims 1, 7, 13 and 16 all 
appear to call for the substrate with the first reflective 
coating to have a direct solar reflectance of above 25%, but do 
not mention the direct solar reflectance of the combined first 
and second layers (see the words of these claims as well as the 
instant specification at page 2, lines 10-11 for this 
construction) . Applicant states that the specific two layer 
coated granule of the Example 2 of the declaration is the 
instant invention, which the examiner takes as meaning that it 
has a direct solar reflectance of the first coating and combined 
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IR reflectance of the first and second coatings that meet the 
numerical limitations of the independent claims. 

The nexus problem is that there are many different types of 
first and second layer coatings that are possible from the 
instant specification that will meet the numerical limitations 
of the instant independent claims. It is unclear if all of 
these possible embodiments, which are read upon by the instant 
independent claims, will inherently have the same degree of 
direct solar reflection for the combined first and second 
coating layers as Example 2 in the declaration, upon which the 
showing of unexpected results is based. Thus the claims are 
much broader in scope than the showing. The rejection is 
therefore maintained. 

5. Applicant's arguments regarding the rejection over Shiao et 
al. given in section 5 of the detailed portion of the office 
action mailed 14 December 2007 have also been considered. 
Applicant argues that the previously filed 131 declaration 
should be given effect because the numerical limitations of the 
instant claims are not reflected in the claims of Shiao et al . 
and therefore the same invention is not being claimed. The 
examiner disagrees. 
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Claim 10 of Shiao et al . calls for a white reflective first 
coating and a second colored coating where the IR reflectance of 
the two coating layer granules is greater than 25%, which 
overlaps applicant's instant claim value of greater than 20% IR 
reflectance for both coating layers in combination. The white 
first layer of claim 10 of Shiao et al . would clearly be 
selected by one of ordinary skill in the art from the options 
given in claim 12, which specifies titanium dioxide, which is 
the same pigment that supports the instant claim limitation of 
the first coating having a direct reflectance of greater than 
25%. It is thus fair to presume that the white coating layer of 
claim 10 of Shiao et al . would have a direct reflectance of 
greater than 25%. Regarding the first coating layer of claim 10 
of Shiao et al . meeting the instant limitation of the inorganic 
binder being more than 50%, one of ordinary skill in the art 
would look to the specification of Shiao et al . to the examples 
such as Example 6 that specify specific base particle binders, 
in order to practice the embodiments embraced by claim 10 of 
Shiao et al . Example 6 gives a pigment to binder ratio of 
greater than 50% as is instantly claimed. 

Thus one seeking to practice the embodiments read upon by 
claim 10 of Shiao et al . , would generate embodiments which are 
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also read upon by the instant independent claims. There is no 
evidence of record that the specific subset of embodiments read 
upon by the instant claims has unexpected results or other 
features that distinguish them from the total group of 
embodiments embraced by claim 10 of Shiao et al . Thus the 
claims of Shiao et al . are taken as claiming the same patently 
indistinct invention as the instant independent claims. The 
same invention being claimed, the 131 declaration cannot be 
given effect to swear behind the Shiao et al . reference. 



6. The double patenting rejection given in section 2 of the 
office action mailed 14 December 2007 will be maintained in the 
event of an appeal. 



7. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to William 
P. Watkins III whose telephone number is 571-272-1503. The 
examiner works an increased flex time schedule, but can normally 
be reached Monday through Friday, 11:30 A.M. through 8:00 P.M. 
Eastern Time. The examiner returns all calls within one 
business day unless an extended absence is noted on his voice 
mail greeting. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Rena Dye can be reached 
on 571-272-3186. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273- 
8300. 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR of Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see : : - • . r . . . Should you have questions on 

access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 



WW/ ww 

March 15, 2008 



/William P. Watkins III/ 
Primary Examiner, Art Unit 1794 



